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In view of the Appeal Brief filed on 1 1/19/2004, PROSECUTION IS HEREBY 
REOPENED. A new ground of rejection is set forth below. 

To avoid abandonment of the appUcation, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply under 37 
CFR 1.113 (if this Office action is fmal); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .3 1 followed by an 
appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and appeal brief fee 
can be applied to the new appeal. If, however, the appeal fees set forth in 37 CFR 41 .20 have 
been increased since they were previously paid, then appellant must pay the difference between 
the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing 

below: 
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DETAILED ACTION 

Response to Arguments 

1, In response to communications filed on 6/9/2004, Applicant amends claim 33 to recite 
approval by all inventors. The following claims 1-33, 37-41 are presented for examination. The 
use 1 12 rejection of claim 33 has been withdrawn in view of the amended claim 33 filed on 
6/9/2004. The arguments presented by Appellant in the brief have been considered but they are 
moot in view of a new ground of rejection. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in pubhc poUcy (a poUcy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
appUcation claim is not patentably distinct from the reference claim(s) because the examined 
appUcation claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir, 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fiilly comply with 37 CFR 
3.73(b). 

Claims 1, 12, 16, 20, 27, and 33 and the intervening claims are provisionally rejected on 
the ground of nonstatutory obviousness-type double patenting as being unpatentable over claims 
1-17 of copending application 09/681,242 now US Patent No. 7,069,592. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 
difference between the claims of the present application and the patent is locking the disclosure 
after the approvers approve the document. It would have been obvious to provide locking of the 
disclosure after approval so that no further changes can be made in this way a docket number is 
given to track the document as taught by Porcari. Another difference is that some claims are 
directed to a system instead of a method and it would have been obvious to implement the 
claimed method to an online system including user computer and server so that document from 
the central storage location can be made accessible to users through a network connection. 

Claims 1, 12, 16, 20, 27, and 33 and the intervening claims are provisionally rejected on 
the ground of nonstatutory obviousness-type double patenting as being unpatentable over claims 
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1- 41 of copending application 09/552,131. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the difference between the claims of the 
present appUcation and the patent is locking the disclosure afler the approvers approve the 
document. It would have been obvious to provide locking of the disclosure after approval so that 
no further changes can be made in this way a docket number is given to track the document as 
taught in the 09/552,13 1 application disclosure. 

Claims 1, 12, 16, 20, 27, and 33 and the intervening claims are provisionally rejected on 
the ground of nonstatutory obviousness-type double patenting as being unpatentable over claims 

2- 21 of copending appUcation 09/563 140. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because the same subject matter is found in the claims 
and the slight difference in the language is not enough to patentably distinguish the claims. For 
instance, claims 1, 20, 27, and 33 of the present apphcation recite central storage location 
whereas the claims of the copending appUcation 09/563 140 recite a database. The difference 
between claim 12 of the present application and claims 2-21 of copending application 09/563140 
is that claim 12 prompts the user for password which is an obvious variation to control access of 
the document as taught in the disclosure of the copending application. Claim 16 recites second 
inventor whereas the copending application recites plurality of co-inventors, which is an obvious 
variation in the claimed language. Therefore the claims of both appUcation are not patentably 
distinct from each other. 



Claim Rejections - 35 USC §103 
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3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Claims 1-11, 20-32, and 41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent 5,3 15,504 to Lemble in view of US Patent 6,434,580 to Takano. 

As per claim 1, Lemble substantially discloses an invention disclosure system 
comprising: forming an online disclosure by entering a plurality of selected information 
including a first inventor identification information from a user computer (see column 6, lines 
35-36; column 10, lines 43-52; and abstract; and figures 15-16); as the plurality of selected 
information is entered into the user computer, storing the selected information in a central 
storage location (see column 5, lines 44-48 and abstract); prompting approval of said first 
inventor (see column 5, lines 21-25; column 9, lines 53-56; figures 4 and 6; and abstract); and 
afl:er approval locking the disclosure to prevent further editing of the disclosure (see column 5, 
lines 33-40), Lemble's invention is directed to fill in forms electronically as the form is made 
available to many selected users for approval and modification based on predefined approval 
rules and requestor identity. Lemble discloses the invention with respect to users and approvers 
in a company setting for preparing an electronic disclosure or form, but does not specifically 
refer to the form as an invention disclosure which inherently is prepared by users that include 
inventors and patent law persons. It would have required merely routine skill in the art to replace 
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the users and approvers of Lemble by first/second inventor as it is well known that more than 
one inventor may be involved in a filing of an invention disclosure. Takano in an analogous art 
teaches preparing an onUne patent disclosure by inventor users with other patent application- 
filing persons including a patent attorney (see column 1, lines 1-19 and column 2, lines 1-10). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to implement the invention of Lemble into an invention disclosure environment, by 
combining the electronic filing document approval system of Lemble with the features of filing 
an invention disclosure by inventors and patent attorneys as taught by Takano for the purpose of 
conveniently preparing a patent appUcation via a transmission and reception of application data 
between the inventor and other patent appUcation-filing users as suggested by Takano (see 
column 1, line 63 through column 2, line 10). 

As per claim 2, the combination of Lemble and Takano discloses the limitation of 
fiarther comprising the step of generating an approval log (see Lemble, column 10, lines 44-52). 

As per claim 3, the combination of Lemble and Takano discloses the limitation of 
wherein the step of generating an approval log comprises recording the date of an approval (see 
Lemble, column 10, lines 44-52), 



As per claim 4, the combination of Lemble and Takano discloses the Umitation of 
ftjrther comprising associating the approval log with the disclosure (see Lemble, column 18, line 
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60 through column 19, line 14). Lemble discloses each document has an approval log associated 
with the document that can be view as a user selects the document. 

As per claim 5, the combination of Lemble and Takano discloses the Umitation of 
wherein forming is performed by a non-inventor author (see Lemble, column 5, lines 15-20 and 
column 14, lines 40-60), 

As per claim 6, the combination of Lemble and Takano discloses the limitation of 
wherein the step of forming comprises identifying a second inventor; and further comprising the 
steps of notifying the second inventor; and, prompting the second inventor to approve the 
invention disclosure (see Lemble, column 18, lines 1-22; abstract, and figure 4). 

As per claim 7, the combination of Lemble and Takano discloses the limitation of 
fijrther comprising revising the disclosure by the second inventor to form a revised disclosure, 
and prompting the first inventor to approve the revised disclosure (see Lemble, column 20, line 
40 through column 21, line 54). 

As per claim 8, the combination of Lemble and Takano discloses the limitation of 
wherein prompting the second inventor comprises providing an E-mail to the second inventor 
(see Lemble, column 18, lines 1-22), 
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As per claim 9, the combination of Lemble and Takano discloses the limitation of 
wherein prompting comprises the step of prompting the approval of an associated document (see 
Lemble, column 5, lines 21-25; column 9, lines 53-56; figures 4 and 6; and abstract). 

As per claim 10, the combination of Lemble and Takano discloses wherein the 
associated document is selected from a group consisting of an assignment document, and a 
power of attorney. Takano teaches preparing an online patent appUcation which implicitly or 
inherently includes assignment document and power of attorney (see Takano, column 19, lines 
14-53). Therefore, claim 10 is rejected on the same rationale as the rejection of claim 1 above. 

As per claim 1 1, the combination of Lemble and Takano discloses the limitation of 
further comprising allowing access to various users for obtaining the information (see Lemble, 
column 5, lines 15-32 and abstract). 

As per claim 20, Lemble substantially discloses an invention disclosure system 
comprising: forming an onUne disclosure by entering a plurality of selected information 
including a first inventor identification information and a second inventor identification 
information from a user computer (see column 6, lines 9-15; lines 35-36; column 10, lines 43-52; 
column 19, lines 50-55; column 20, lines 40-65; and abstract; and figures 15-16); as the plurality 
of selected information is entered into the user computer, storing the selected information in a 
central storage location (see column 5, lines 44-48; figures 3-4; and abstract); prompting 
approval of said first inventor (see column 5, lines 21-25; column 9, lines 53-56; figures 4 and 6; 
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and abstract); notifying the second inventor; and, prompting the second inventor to approve the 
invention disclosure (see Lemble, column 18, lines 1-22; abstract, and figure 4); and locking the 
disclosure to create a locked disclosure to prevent further editing of the disclosure when the 
second inventor approves the disclosure (see column 5, lines 33-40). Lemble's invention is 
directed to fill in forms electronically as the form is made available to many selected users for 
approval and modification based on predefined approval rules and requestor identity. Lemble 
discloses the invention with respect to users and approvers in a company setting for preparing an 
electronic disclosure or form, but does not specifically refer to the form as an invention 
disclosure which inherently is prepared by users that include inventors and patent law persons. It 
would have required merely routine skill in the art to replace the users and approvers of Lemble 
by first/second inventor as it is well known that more than one inventor may be involved in a 
filing of an invention disclosure. Takano in an analogous art teaches preparing an online patent 
disclosure by inventor users with other patent application-filing persons including a patent 
attorney (see column 1, lines 1-19 and column 2, Unes 1-10). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to implement the 
invention of Lemble into an invention disclosure environment, by combining the electronic 
filing document approval system of Lemble with the features of filing an invention disclosure by 
inventors and patent attorneys as taught by Takano for the purpose of conveniently preparing a 
patent application via a transmission and reception of application data between the inventor and 
other patent apphcation-filing users as suggested by Takano (see column 1, Une 63 through 
column 2, Hne 10). 
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As per claim 21, the combination of Lemble and Takano discloses the limitation of 
further comprising the step of generating an approval log (see Lemble, column 10, Imes 44-52). 

As per claim 22, the combination of Lemble and Takano discloses the limitation of 
wherein the step of generating an approval log comprises recording the date of an approval (see 
Lemble, column 10, lines 44-52). 

As per claim 23, the combination of Lemble and Takano discloses the Umitation of 
further comprising associating the approval log with the disclosure (see Lemble, column 18, line 
60 through column 19, line 14). Lemble discloses each document has an approval log associated 
with the document that can be view as a user selects the document. 

As per claim 24, the combination of Lemble and Takano discloses the Umitation of 
further comprising locking the disclosure when the second inventor approves the disclosure (see 
Lemble, column 5, lines 33-40). 

As per claim 25, the combination of Lemble and Takano discloses the Umitation of 
further comprising locking the disclosure when the first inventor approves the revised disclosure 
(see Lemble, column 20, lines column 5, lines 33-40 and column 5, lines 33-40). Lemble 
discloses a revised disclosure can be sent to a first user for approval if the user is the last 
approver locking the disclosure may take place. 
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As per claim 26, the combination of Lemble and Takano discloses the limitation of 
wherein providing an E-mail to the second inventor comprises providing an E-mail to the second 
inventor having a hyperlink to the disclosure therein (see Lemble, column 18, lines 1-22 and 
abstract). 

As per claim 27, Lemble substantially discloses an invention disclosure system 
comprising: forming an online disclosure by entering a plurality of information including one or 
more inventor identifications from one or more inventors to form an invention disclosure from a 
user computer (see column 6, lines 35-36; column 10, lines 43-52; and abstract; and figures 15- 
16); storing the information in a central storage location (see column 5, Unes 44-48 and abstract); 
prompting approval of the one or more inventors (see column 5, lines 21-25; column 9, lines 53- 
56; figures 4 and 6; and abstract); and locking the disclosure to create a locked disclosure to 
prevent further editing of the disclosure after each of the one or more inventors approve the 
disclosure (see column 5, lines 33-40). Lemble^s invention is directed to fill in forms 
electronically as the form is made available to many selected users for approval and modification 
based on predefined approval rules and requestor identity. Lemble discloses the invention with 
respect to users and approvers in a company setting for preparing an electronic disclosure or 
form, but does not specifically refer to the form as an invention disclosure which inherently is 
prepared by users that include inventors and patent law persons. It would have required merely 
routine skill in the art to replace the users and approvers of Lemble by first/second inventor as it 
is well known that more than one inventor may be involved in a filing of an invention disclosure. 
Takano in an analogous art teaches preparing an online patent disclosure by inventor users with 
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other patent application- filing persons including a patent attorney (see column 1, lines 1-19 and 
column 2, lines 1-10). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to implement the invention of Lemble into an invention 
disclosure environment, by combining the electronic filing document approval system of Lemble 
with the features of filing an invention disclosure by inventors and patent attorneys as taught by 
Takano for the purpose of conveniently preparing a patent application via a transmission and 
reception of application data between the inventor and other patent application-filing users as 
suggested by Takano (see column 1, line 63 through column 2, line 10). 

As per claim 28, the combination of Lemble and Takano discloses the Umitation of 
further comprising the step of generating an approval log (see Lemble, column 10, lines 44-52). 

As per claim 29, the combination of Lemble and Takano discloses the limitation of 
wherein the step of generating an approval log comprises recording the date of an approval from 
each of the one or more inventors (see Lemble, column 10, lines 44-52). 

As per claim 30, the combination of Lemble and Takano discloses the Umitation of 
further comprising associating the approval log with the disclosure (see Lemble, column 18, Une 
60 through column 19, line 14). Lemble discloses each document has an approval log associated 
with the document that can be view as a user selects the document. 
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As per claim 31, the combination of Lemble and Takano discloses the limitation of 
wherein prompting comprises prompting the one or more inventor comprises providing an 
E-mail to the one or more inventors having a hyperlink to the disclosure therein (see Lemble, 
column 18, hnes 1-22 and abstract). 

As per claim 32, the combination of Lemble and Takano discloses the limitation of 
wherein providing an E-mail to the one or more inventors comprises providing an E-mail to the 
one or more inventors having a hyperlink to the disclosure therein (see Lemble, column 18, lines 
1-22 and abstract). 

As per claim 41, Lemble substantially discloses the claimed method of claim 33. 
Takano teaches preparing an online patent appUcation which impUcitly or inherently includes 
assignment document and power of attorney (see Takano, column 19, lines 14-53). Therefore, 
claim 41 is rejected on the same rationale as the rejection of claim 1 above. 

Claim Rejections - 35 USC §102 
4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubUcation in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
appHcation for patent in the United States. 
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Claims 12-19, 33, and 37-40 are rejected under 35 U.S.C. 102(b) as being anticipated by 
US Patent 5,315,504 to Lemble. 

As per claim 12, Lemble discloses an invention disclosure system comprising a user 
computer, a web server having an identification subsystem, (see figure 1 and tables in column 7 
and column 9); a database coupled to the server (see figure 1 and figure 3 and column 4, line 39). 
Lemble further discloses said server providing user screens to said users so users provide 
disclosure information to said server, (see figure 2 and claims 5-6); receiving disclosure 
information from said users, storing information in said database (see column 3, lines 40-62 and 
column 4, lines 25-47; and claim 1) and (see also column 29, lines 8-15; and figure 4); 
prompting a user to provide a password associated with the disclosure and allowing the access to 
said disclosure after storing said information in said database upon entering the password 
associated with the disclosure (see column 4, lines 3-11; column 25, lines 28-33; column 26, 
lines 58-65; and column 30, lines 45-55). 

As per claim 13, Lemble discloses the claimed system of claim 12, further comprising a 
directory system coupled to said server whereby upon providing identification information to 
server said server retrieves user information from the directory system in response to the 
identification information (see column 25, lines 10-33 and figures 3-4). 
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As per claim 14, Lemble discloses the claimed system of claim 12, wherein said server 
creates a user log (see column (see column 10, lines 44-52). 

As per claim 15, Lemble discloses the claimed system of claim 12, wherein said server 
associates said approval log with said disclosure (see column 10, lines 4-52). 

As per claim 16, Lemble discloses an invention disclosure system comprising a user 
computer, a server, (see figure 1 and tables in column 7 and column 9); a database coupled to the 
server (see figure 1 and figure 3 and column 4, Une 39). Lemble further discloses said server 
providing user screens to said users to prompt users to provide disclosure information to said 
server, (see figure 2 and claims 5-6); receiving disclosure information from said users, including 
a first inventor identification and a second inventor identification (see column 6, lines 9-15; 
column 19, lines 50-55; column 20, lines 40-65; and abstract); storing information in said 
database (see column 3, lines 40-62 and column 4, lines 25-47; column 29, lines 8-15; and figure 
4); prompting the first inventor and the second inventor to provide an approval (see column 5, 
lines 20-40); locking the disclosure to prevent further editing after the approval by the first 
inventor and the second inventor (see column 5, Unes 33-40), 

As per claim 17, Lemble discloses the claimed system of claim 16, wherein said server 
generated an approval log associated with said disclosure (see column 10, lines 44-52). 



Application/Control Number: 09/558, 192 Page 17 

Art Unit: 2136 

As per claim 18, Lemble discloses wherein said server associates said approval log v^ith 
said disclosure (see column 10, lines 4-52 and column 18, line 60 through column 19, Une 14). 

As per claim 19, Lemble discloses the claimed system of claim 16, further comprising a 
directory system coupled to said server whereby upon providing identification information to 
server said server retrieves user information from the directory system in response to the 
identification information (see column 25, lines 10-33 and figures 3-4). 

As per claim 33, Lemble discloses an invention disclosure system comprising: forming 
an online disclosure by entering a plurality of selected information including a first user 
identification information from a user computer (see column 6, lines 35-36; column 10, lines 43- 
52; and abstract; and figures 15-16); storing the selected information in a central storage location 
(see column 5, lines 44-48 and abstract); prompting approval of said first user (see column 5, 
lines 21-25; column 9, lines 53-56; figures 4 and 6; and abstract); and generating an approval log 
comprising a date of approval by all inventors and associating the approval log with the 
document (see column 10, lines 44-52). Lemble discloses each document has an approval log 
associated with the document that can be view as a user selects the document (see column 18, 
line 60 through column 19, line 14). 

As per claim 37, Lemble discloses fUrther comprising the steps of notifying the second 
user; and, prompting the second user to approve the document (see column 18, lines 1-22; 
abstract, and figure 4). 
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As per claim 38, Lemble discloses revising the document by the second user to form a 
revised document, and prompting the first inventor to approve the revised document (see column 
20, line 40 through column 21, line 54). 

As per claim 39, Lemble discloses wherein prompting the second user comprises 
providing an E-mail to the second user (see column 18, lines 1-22). 

As per claim 40, Lemble discloses locking the document when the second user approves 
the document (see column 5, Hnes 21-25; column 9, lines 53-56; figures 4 and 6; and abstract). 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carl Colin whose telephone number is 571-272-3862. The 
examiner can normally be reached on Monday through Thursday, 8:00-6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Nasser Moazzami can be reached on 571-272-4195. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
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